


So how might U.S. applicants take
advantage of this by using the Patent
Prosecution Highway?

The answer is by filing a patent application
in the Canadian Patent Office first, and
then filing the application in the United
States. In fact, to qualify to “travel” the
highway from Canada to the U.S., it is
required that an applicant file a patent

The new Patent Prosecution
Highway program may be

a valuable tool in obtaining
an issued U.S. patent
faster, thus benefiting your
business.

application first in Canada. No problem
for our Canadian clients. However, that
presents a small but solvable problem for
U.S. applicants whose inventions are made
(i.e. conceived) in the States. Federal
statute 35 U.S.C. 184 requires that for
any inventions made in the United States,
a patent application must first be filed in
the U.S., and no patent application may

be filed in a foreign country
within six months of the U.S.
filing unless a foreign filing
license has been obtained.

So how does one obtain

a foreign filing license?
One option is to file a
U.S. patent
application, which has the
modest filing fee of $2107%

The foreign filing license

provisional

is typically granted within
three to six weeks after the
application filing, provided
that there is no concern by
the USPTO that public
disclosure of the subject
matter is a risk to national
security. Another option is
to submit the application to
be filed to the USPTO along
with a petition requesting a
foreign filing license under 37
C.ER. 5.13.

once the foreign filing license

In either case,
is granted, the applicant
is free to first file the non-provisional
patent application in Canada, followed
immediately by a U.S. non-provisional
patent application that claims priority to
the Canadian patent application.

From that point forward, presuming the
claims of the application are patentable,
the probability is that an allowance
of the application will be obtained in
Canada sooner than in the U.S, especially
if advanced examination is requested
When such a Canadian
allowance is obtained, the applicant

in Canada.

can then file a Request for Participation
petition for the U.S. application (along
with the fee of $130), as well as very
detailed documentation of the results of
Accelerated
examination of the U.S. application then

the examination in Canada.

ensues, with a strong likelihood of a quick
allowance.

So whatabout the extra expense of filing the
Canadian application? If a U.S. applicant
really wants accelerated examination, the
cost of filing a U.S. provisional application
and a Canadian application to “enter the
highway” is probably only around 20

— 30% of the cost incurred in pursuing
accelerated examination in the USPTO
through its current program. Plus there is
far less risk in that there is no requirement
for the applicant to perform a search and
submit the results to the USPTO along
with potentially problematic admissions
as to what prior art found in the search
means. And of course, there is also the
bonus of obtaining a Canadian patent
from the money spent.

Getting on the Highway
The

necessary to create eligibility in the Patent

complexities of taking actions
Prosecution Highway program should be
done with the advice of a registered patent
practitioner who is either registered in the
U.S. and Canada, or is a U.S. practitioner
with a good working relationship with
Canadian patent agents. This is a new
program that may have shortcomings and
obstacles as well. If you are interested in
not only a U.S., but either a Canadian,
Japanese, Korean or British patent as well,
the program may make perfect sense. If
your sole objective is a faster U.S. patent,

caution and good judgment are advisable.

Also, all application documents must be
submitted using the USPTO’s electronic
filing system (EFS-Web). So make sure
your patent practitioner is running a fully
electronic, EFS-compliant practice as well.
If used carefully, the Patent Prosecution
Highway program may be a valuable tool
in obtaining an issued U.S. patent faster,
thus benefiting your business. U
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Note: This short article is intended only to provide
cursory background information, and is not
intended to be legal advice. No client relationship
with the authors is in any way established by this
article.
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